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DETAILED ACTION 
Continued Examination Under 37CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this appHcation is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finahty of the previous Office Action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 26 September 2007 has been entered. 

Response to A rgnments 

2. Applicant's arguments, filed on 26 September 2007, with respect to the rejection(s) of 
claim(s) 1-3, 5-7, 12-17, 20-28, 31-32, 35 and 36 under 35 U.S.C. 102(b) as anticipated by 
Thompson, Patent Application Publication 2002/01 1 1601, and claim 17 in the alternative under 
35 U.S.C. 103(a) as obvious over Thompson, in view of Santini, Jr. et al., U.S. Patent 5,797,898, 
have been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of Greenberg, 
U.S. Patent 7,097,775 and Gordon, U.S. Patent 6,349,232, Thompson, Patent Application 
Publication 2002/01 1 1601, Mann et al., Patent Application Publication U.S. 2002/0055761 and 
Barrett et al., U.S. Patent 6,587,719. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office Action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C, 103(a), the Examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the Examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1, 2, 3, 5, 7, 17, 20, 21 and 23-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Greenberg et al., U.S. Patent 7,097,775 and in view of Gordon, U.S. Patent 
6,349,232. 

6. Regarding claims 1 , 2, 7 and 23-26 Greenberg et al. disclose an implantable drug 
delivery module (e.g., Figs. 1 and 3-6) comprises a plurality of reservoirs, a release system 
comprises at least one drug (e.g., element 5; column 1, lines 20-24; column 7, lines 5-1 1), 

a plurality of discrete reservoir caps (e.g.; element 9) and means for disintegrating one of 
the reservoir caps (e.g., column 8, lines 1 1-29); 

a neural electrical stimulator (e.g., column 10, lines 12-17), a signal generator and (e.g., 
element 335), a least one stimulation electrode (e.g., element 330). 

Although Greenberg et al. disclose means for disintegrating one of the reservoir caps, it is 
not done by electrothermal ablation. Also, Greenberg et al. do not disclose at least one 
microcontroller and telemetry components. However, Gordon discloses means for disintegrating 
one of the reservoir caps by electrothermal ablation, at least one microcontroller and telemetry 
components (e.g., FIGS. 5 and 9-1 2B, elements 162 and 274-microcontrollers, 160-antenna; 
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column 8, lines 57-column 9, lines 2 and 18-38) for providing the predictable results of 
enhancing controlled drug dose delivery to the precise area desired and to optimize the 
therapeutic effect of treatment. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the invention of Greenberg et al. to include electrothermal 
ablation and at least one microcontroller and telemetry components, as taught by Gordon because 
both inventions perform controlled drug delivery from an implantable device for providing the 
predictable results of enhancing controlled drug dose delivery to the precise area desired to 
optimize the therapeutic effect of treatment. 

7. With respect to claims 3, 1 7, 20, 21 Greenberg discloses a power source (claim 3) (e.g., 
column 8, lines 21-27); a microchip (claim 17) (e.g., element 1); one sensor (claims 20 and 21) 
(e.g., column 8, lines 20-27; column 10, lines 58-59 where the electrode is the sensor). 

8. Regarding claim 5, Greenberg et al. disclose a hermetically sealed encasement (e.g., FIG. 
2; column 5, lines 63-67; column 6, lines 47-67) and a stimulation electrode as described above, 
but not that it extends a distance from a hermetically sealed encasement. However, Gordon 
discloses a stimulation electrode extends a distance from a hermetically sealed encasement (e.g., 
FIG. 1 ID, element 271) to provide an effective means for providing the predictable results of 
disintegrating the cell enclosure to allow optimum dispensing of drugs from the reservoirs. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the invention of Greenberg et al. to include a stimulation 
electrode extends a distance from a hermetically sealed encasement, as taught by Gordon 
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because both inventions provide an effective means for providing the predictable results of 
disintegrating the cell enclosure to allow optimum dispensing of drugs from the reservoirs. 

9. Claims 6, 12--16, 22, 27, 28, 31, 32, 35 and 36 are rejected under 35 U.S.C, 103(a) as 
being unpatentable over Greenberg et al., U.S. Patent 7,097,775 and Gordon, U.S. Patent 
6,349,232 and further in view of Thompson, U.S. Patent Application Publication 2002/01 1 1601 . 

10. Regarding claims 6, 22 and 36, Greenberg et al. and Gordon disclose the essential 
features of the claimed invention as described above except for a flexible catheter (claims 6 and 
36) and a drug is an analgesic (claim 22). However, Thompson discloses a flexible catheter 
(e.g., Figures 1-4 and 6-9) and a drug is an analgesic (e.g., paragraph [001 1], line 5) for 
providing the predictable results to diversify the places where drug dispensing can be effectively 
and efficiently administered within the patient and to add variety to the type of drugs that can be 
administered by the device. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the modified inventions of Greenberg et al, and Gordon to 
include a flexible catheter, as taught by Thompson to diversify, for providing the predictable 
results to increase and optimize drug dispensing within a patient and to add variety to the type of 
drugs that can be administered by the device. 

1 1 . With respect to claims 1 2-16, 31,32 and 35, Greenberg et al. and Gordon disclose the 
essential features of the claimed invention as described above except for a medical device 
adapted to treat chronic pain (claims 12 and 31), movement disorders (claims 13 and 32), 
incontinence (claim 14) and obesity (claim 15) and to control seizures (claims 16 and 35). 



Application/Control Number: 10/679,763 Page 6 

Art Unit: 3762 

However, because incontinence and obesity are intended use claims, Thompson is capable of 
treating incontinence and obesity since Thompson's device uses several different biologically- 
active compounds to administer several different therapies. 

Thompson discloses a medical device adapted to treat chronic pain (e.g., paragraph 
[0049], lines 12-14; paragraph [0064], line 21) and movement disorders and to control seizures 
(e.g., paragraph [0064], lines 11-12 and 24) for providing the predictable results to provide an 
economic, efficient and safe device that performs a variety of therapies. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the modified inventions of Greenberg et al. and Gordon to 
include a medical device adapted to treat chronic pain, movement disorders, incontinence and 
obesity and to control seizures, as taught by Thompson for providing the predictable results to 
provide an economic, efficient and safe device that performs a variety of therapies to improve a 
patient's quality of life. 

12. Regarding claims 27 and 28, Greenberg et al. and Gordon disclose the essential features 
of the claimed invention as described above except for a drug is released before an electrical 
neural stimulation and is effective to reduce a stimulation threshold (claim 27) and release of a 
drug is alternated with delivery of an electrical stimulation (claim 28). However, Thompson 
discloses a drug is released before an electrical neural stimulation and is effective to reduce a 
stimulation threshold and release of a drug is alternated with delivery of an electrical stimulation 
(e.g., paragraphs [001 1], lines 5-9 and [0038], lines 4-15) for providing the predictable results to 
achieve optimum treatment providing maximum comfort to a patient. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the modified inventions of Greenberg et al. and Gordon to 
include a drug is released before an electrical neural stimulation and is effective to reduce a 
stimulation threshold and release of a drug is aUernated with delivery of an electrical stimulation, 
as taught by Thompson for providing the predictable results to achieve optimum treatment 
providing maximum comfort to a patient. 

13. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Greenberg et al., 
U.S. Patent 7,097,775, Gordon, U.S. Patent 6,349,232 and Thompson, U.S. Patent Application 
Publication 2002/01 1 1601 and further in view of Mann et al., Patent Application Publication 
U.S. 2002/0055761. 

Greenberg et al., Gordon and Thompson disclose the essential features of the claimed 
invention as described above except for a method used to treat incontinence in a patient. 
However, Mann discloses a medical device for treating incontinence in a patient (e.g. paragraph 
[0002]) for providing the predictable results to reduce or eliminate the incidence of unintentional 
episodes of bladder emptying and to improve the long-term health of the urinary system by 
increasing bladder capacity and thus, the time period between emptying. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the modified inventions of Greenberg et al., Gordon and 
Thompson for providing the predictable results to include a method used to treat incontinence in 
a patient, as taught by Mann to improve the health of a patient's urinary system. 
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14. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Greenberg et al., 
U.S. Patent 7,097,775, Gordon, U.S. Patent 6,349,232 and Thompson, U.S. Patent Application 
Publication 2002/01 1 1601 and further in view of Barrett et al., U.S. Patent 6,587,719. 

Greenberg et al,, Gordon and Thompson disclose the essential features of the claimed 
invention as described above except for a method used to treat obesity in a patient. However, 
Barrett discloses a medical device for treating obesity in a patient (e.g. sole Figure; column 8, 
line 58) for providing the predictable results to produce a sensation of satiety in the patient to 
effectively control compulsive overeating. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the modified inventions of Greenberg et al., Gordon and 
Thompson for providing the predictable results to include a method used to treat obesity in a 
patient, as taught by Barrett to improve a patient's eating habits. 

Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Terri L. Smith whose telephone number is (571) 272-7146, The 
Examiner can normally be reached on Monday - Friday between 7:30 a.m. - 4:30 p.m.. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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October 5, 2007 




GEORGE R.EVANISKO 
PRIMARY EXAMINER 




